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DETAILED ACTION 

1 . Claims 1 9,21 ,27-28 have been amended [3/14/2006]. 

2. Claims 26,31-38 have been cancelled" [3/14/2006]. 

3. A request for continued examination under 37 CFR 1 .1 14, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in'37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
3/14/2006 has been entered 

4. It is noted that applicant filed RCE on 12/20/2005 is "improper RCE", 
see MPEP 706.07. 

5. Claims 37-38 have been added [10/5/2005]. 

6. Claims 1 9-36 have been amended [1 0/5/2005]. 

7. Claims 1-18 have been cancelled [5/12/2005]. 

8. Claims 19-36 have been added [5/12/2005] 

9. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
5/12/2005 has been entered and a non-final Office action mailed on 05/31/2005 
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10. Examiner acknowledges applicant's amendment filed on 8/2/2004 

11. In view of amending claims 7-8 [8/2/2004], the objection to claims 7-8 as set forth 
in the previous office action is hereby withdrawn. 

Drawings 

12. Applicant is hereby required to submit " formal drawings " fig 3-4, including 
changes required by the Examiner's Amendment attached with this office action. 

1 3. The drawings filed on 1 1/28/2001 are acceptable for examination purpose 

Information Disclosure Statement 

14. The information disclosure statement filed on 8/2/2004 comply with the 
provisions of 37 CFR 1.97, 1.98 and MPEP § 609 has been considered, a copy of 
PTO-1449 is hereby enclosed with previous office action. 

Priority 

15. Applicant's claim for domestic priority under 35 U.S.C. 1 19(e) is acknowledged 
based on Provisional Application Number 60/253,490 filed on November 28, 2000 
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Interview: 

16. Applicant's Attorney Philip K Yu, Reg. No. 35,742 is thanked for the telephone 
interview on 17 March 2006. During that telephone interview Philip K Yu granted 
authorization to amend claims 19,21, 27. 28,cancel 23,25,30 and amendment to the 
specification [U.S.Publication: 2002/0065808 A1] paragraphs [0058.1] and [0058.2], 
and amendment to the drawing fig 3, step 303, line 8; step 306, line 2; step 306, line 3; 
and fig 4, step 403, line 7; step 407, line 2. 



EXAMINER'S AMENDMENT 



17. An examiner's amendment to the record appears below. Should the changes 
and/or additions be unacceptable to applicant, an amendment may be filed as provided 
by 37 CFR 1.312. To ensure consideration of such an amendment, it MUST be 
submitted no later than the payment of the issue fee. 

Authorization for this examiner's amendment was given in a telephone interview 
with Philip K Yu, Reg. No. 35,742 on 17 March 2006. 

The application has been amended as follows: 

In the Specification [U.S.Publication: 2002/0065808 A1] 
Please amend paragraphs r0058.11 and [0058.21: 
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[0058.1] Reference is to Figure 3, where a simplified flow diagram of a second 
exemplary embodiment of the present invention is illustrated. The method of using 
the Internet to retrieve an article in electronic form from a printed publication, 
comprises: 

Block 301 - Preparing at least one article that is to be published in printed 
paper form for circulation by the publisher; 

Block 302 - Assigning, by the publisher, the article with one unique tag prior to 
printing the article in printed paper form for circulation by the publisher; 

Block 303 - Publishing in circulation, by the publisher, both of the one article 
and its corresponding unique tag in printed paper form with its 
corresponding tag being printed in physical proximity to the article, the 
publisher also providing retrieval information indicative of a web site, an e- 
mail address and a telephone number for retrieval; 

Block 304 - Storing, by the publisher, the article in an electronic database, the 
article being uniquely retrievable based on the corresponding unique tag; 

Block 305 - Connecting, by the publisher, the database to the Internet, where 
the database is a telecommunication gateway adapted to transmit the 
request through wireless and landline telephone network; 

Block 306 - Receiving, by the publisher, a request from an Internet client 
through one of the web site, the e-mail address and the telephone number 
indicated by said retrieval information , the request including the at least 
one tag and delivery information indicative of at least one of the client's 
telephone number and e-mail address, the tag having been previously 
observed by the client from the printed paper form in circulation, the client 
having previously registered at least one of the client's telephone number 
and the client's e-mail address with the publisher; 

Block 307 - The publisher authenticating the client based on at least one of 
the client's telephone number and the client's e-mail address indicated by 
the request; 

Block 308 - Retrieving by the publisher from the database to locate the article 
in electronic form matching the tag, upon authenticating the client's 
request; 
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Block 309 - Upon locating the article in electronic form from the database, the 
publisher electronically transmitting the article in electronic form to the 
client's email address, and 

[0058.2] Reference is to Figure 4, where a simplified flow diagram of another 
exemplary embodiment of the present invention is illustrated. The method, which 
provides retrieval through an aggregator, comprises: 

Block 401 - Preparing a plurality of articles to be published in printed paper 
form for circulation by a publisher; 

Block 402 - Assigning, by the publisher, each of the articles to at least one 
unique tag prior to printing in printed paper form for circulation; 

Block 403 - Publishing in circulation, by the publisher, each of the articles in 
printed paper form with its corresponding tag also printed in physical 
proximity to each of the articles, the publisher also providing retrieval 
information indicative of a web site, an e-mail address and a telephone 
number for retrieval from an aggregator; 

Block 404 - Collecting the articles in portable electronic form; 

Block 405 - Storing the articles in electronic database managed by the 
aggregator, each of the articles being uniquely retrievable based on the 
tag corresponding to each article; 

Block 406 - Connecting, by the aggregator, the database to the Internet; 

Block 407 - Receiving by the aggregator a request from an Internet client 
through any one of the web site, the e-mail address and the telephone 
number indicated by the retrieval information , the request specifying a tag 
and the Internet client's delivery means of either one of the Internet client's 
telephone number or e-mail address, the tag having been previously 
observed by the Internet client from the printed paper form in circulation, 
the client having previously registered at least one of the Internet client's 
telephone number and the e-mail address with the aggregator; 

Block 408 - The aggregator authenticating the Internet client based on either 
one of the Internet client's telephone number and the Internet client's e- 
mail address indicated by the request; 
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Block 409 - Retrieving from database to locate the article in portable electronic 

form matching the at least one tag by the aggregator, upon authenticating 

the Internet client's request, and 
Block 410 - Upon locating the article in electronic form, the aggregator 

electronically sending the article in portable electronic form to the Internet 

client based on the Internet client's delivery means. 
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Drawings 

1 8. The following changes to the drawings Figs 3-4 have been approved by the 
examiner and agreed upon by applicant: 

In Figure 3: 

In step 303, line 8, after "providing" add - "retrieval"- 

In step 306, line 2, after "telephone number" add ~ "indicated by the retrieval 
information" — 

In step 306, line 3, after "and" add - "delivery"-. 

\ : 

/ 

In Figure 4: 

In step 403, line 7, after "providing" add - "retrieval"— 

In step 407, line 2, after " telephone number" add - "of the retrieval 
information"-. 
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In the Claims 



19. (currently amended)A method of using the Internet to retrieve and handle 
at least one article in electronic form from a printed publication which has been printed 
in paper form by a publisher, comprising: 

preparing at least one article that is to be published in printed paper form for 
circulation by said publisher; 

assigning, by said publisher, said at least one article with at least one unique tag 
prior to printing said article in printed paper form for circulation by said publisher; 

publishing in circulation, by said publisher, both of said at least one article and its 
corresponding unique tag in printed paper form with its corresponding tag being printed 
in physical proximity to said article, said publisher also providing retrieval information 
indicative of a web site, an e-mail address and a telephone number for retrieval; 

storing, by said publisher, said at least one article in an electronic database, said 
article being uniquely retrievable based on said corresponding unique tag; 

connecting, by said publisher, said database to said Internet; 

receiving, by said publisher, a request from an Internet client through one of said 
web site, said e-mail address and said telephone number indicated by said retrieval 
information , said request including said at least one tag and delivery information 
indicative of at least one of said Internet client's telephone number and said Internet 
client's e-mail address, said tag having been previously observed by said Internet client 
from said printed paper form in circulation, said Internet client having previously 
registered at least one of said Internet client's telephone number and said Internet 
client's e-mail address with said publisher; 

said publisher authenticating said Internet client based on at (east one of said 
Internet client's telephone number and said Internet client's e-mail address indicated by 
said request; 

retrieving by said publisher from said database to locate said article in electronic 
form matching said at least one tag, upon authenticating said Internet client's request; 

upon locating said article in electronic form from said database, said publisher 
electronically transmitting said article in electronic form to said Internet client's email 
address, 

said method further comprising: 
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upon pre-registering said Internet client, collecting and storing said Internet 
client's e mail address of sa i d I nt e rn e t c lie nt f or delivery; 

connecting said database to a telecommunication gateway, said gateway being 
adapted to transmit said request from an Internet client to said database through one of 
wireless and landline telephone telecommunication network; 

upon authenticating said Internet client, sending said printed article in electronic 
form to said Internet client's e mail address of 6 a i d I nt e rn e t c l i e nt previously collected. 

20. (previously amended) The method of claim 1 9, further comprising the 
step of bundling additional information relevant to a subject matter of said article when 
electronically transmitting said article in portable electronic form to said Internet client, 
said relevant additional information being one of pre-supplied by another server as 
static information and supplied by another server in real-time. 

21 . (currently amended)The method of claim 20, further comprising the step of 
bundling additional relevant information based on the profile information supplied by 
said Internet client during said pre-registrating, said additional information being one of 
pre-supplied by another server as static information and supplied by another server in 
real-time. 

. 22. (previously amended) The method of claim 21 , further comprising the 
steps of bundling based on the profile information supplied by said Internet client and 
subject matter of said printed article, and collecting a fee by said publisher from said 
server for such bundling. 

23. (canceled) 

24. (previously amended) The method of claim 20, wherein the step of 
electronically transmitting said article in portable electronic form comprises sending to 
said email address supplied by said Internet client, wherein said request by said Internet 
client is in an e-mail with said at least one tag indicated in a subject field of the e-mail. 



25. (canceled) 
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26. (canceled) 

27. (currently amended)The method of claim 22, wherein the step of 
assigning at least one tag to said article comprises: 

assigning a default code, said default code being published with said article when 
printed in physical form for circulation; 

assigning additional codes, comprising: 
name of publication; 
author's name; 
date of publication; 

at least a portion of said printed article's title. 

28. (currently amended)A method of using the Internet to retrieve and handle 
a plurality of articles in electronic form from a plurality of publications which have been 
printed in paper form for circulation by at least one publisher, comprising: 

a first step of printing an article in paper format for circulation by said publisher, 
comprising: 

preparing said plurality of articles to be published in printed paper form for 

circulation by said publisher; 
assigning, by said publisher, each of said plurality of articles to at least one 

unique tag prior to printing in printed paper form for circulation; 
publishing in circulation, by said publisher, each of said plurality of articles in 

printed paper form with its corresponding tag also printed in physical 

proximity to each of said articles, said publisher also providing retrieval 

information indicative of a web site, an e-mail address and a telephone 

number for retrieval from an aggregator; 
collecting said plurality of articles in portable electronic form; 
storing said plurality of articles in at least one electronic database managed by 

said aggregator, each of said articles being uniquely retrievable based on 

said tag corresponding to each article; 
connecting, by said aggregator, said at least one database to said Internet; 
and 

a second step of retrieving said article in portable electronic format, comprising: 
receiving by said th i rd party a ggregator a request from an Internet client 
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through one of said web site, said e-mail address and said telephone 
number indicated by said retrieval information , said request specifying 
said at least one tag and said-Internet client's delivery means of at least 
one of said Internet client's telephone number and said Internet client's e- 
mail address, said tag having been previously observed by said Internet 
client from said printed paper form in circulation, said Internet client having 
previously registered at least one of said Internet client's telephone 
number and said Internet client's e-mail address with said aggregator; 
said aggregator authenticating said Internet client based on at least one of 
said Internet client's telephone number and said Internet client's e-mail 
address indicated by said request; 
retrieving from said at least one database to locate said article in portable 
electronic form matching said at least one tag by said aggregator, upon 
authenticating said Internet client's request; 
upon locating said article in electronic form, said aggregator electronically 
sending said article in portable electronic form to said Internet client based 
on said Internet client's delivery means, 
said method further comprising: 

connecting said at least one database to a telecommunication gateway, 
said gateway being adapted to transmit a request with a tag from a 
telecommunication client to said database, said database being assigned said 
telephone number previously published by said publisher, said 
telecommunication client being assigned said Internet client's telephone number; 

upon authenticating said request from said telecommunication client by 
recognizing said Internet client's telephone number, processing said request; 
upon retrieving an article in portable electronic form matching said tag, 
transmitting said article in portable electronic form to said 
telecommunication client based on sp e cifi e d said Internet client's delivery 
means. 
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29. (previously amended) The method of claim 28, further comprising the 
step of bundling additional information relevant to a subject matter of said article with 
the electronic delivery of said article in portable electronic form to said Internet client, 
said relevant additional information being one of pre-supplied by another server as 
static information and supplied by another server in real-time. 

Claim 30. (canceled). 

Claims 31 - 38 (canceled). 
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Pursuant to MPEP 606.01 the Title is changed to read: 

- METHOD OF USING THE INTERNET TO RETRIEVE AND HANDLE ARTICLES IN 
ELECTRONIC FORM FROM PRINTED PUBLICATION WHICH HAVE BEEN 
PRINTED IN PAPER FORM FOR CIRCULATION BY THE PUBLISHER -- 
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Reasons for allowance 

Claims 19-22,24,27-29 are allowed 

The following is an examiner's statement of reasons for indication of 
allowable subject matter: In view of applicant's arguments presented at page 15-20, 
the prior art of record does not disclose, make obvious, or otherwise suggest, 
"receiving, by said publisher, a request from an Internet client through one of said web 
site, said e-mail address and said telephone number indicated by said retrieval 
information, said request including said at least one tag and delivery information 
indicative of at least one of said Internet client's telephone number and said internet 
client's e-mail address, said tag having been previously observed by said Internet client 
from said printed paper form in circulation, said Internet client having previously 
registered at least one of said Internet client's telephone number and said Internet 
client's e-mail address with said publisher" in claim 19; 

"receiving by said aggregator a request from an Internet client through one of 
said web site, said e-mail address and said telephone number indicated by said retrieval 
information, said request specifying said at least one tag and Internet client's delivery 
means of at least one of said Internet client's telephone number and said Internet 
client's e-mail address, said tag having been previously observed by said Internet client 
from said printed paper form in circulation, said Internet client having previously 
registered at least one of said Internet client's telephone number and said Internet 
client's e-mail address with said aggregator" in claim 28, 
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These features, together with the other limitations of the independent claims are 
novel and non-obvious over the prior art of record. The dependent claims 20-22,24, 
27,29 being definite, enabled by the specification, and further limiting to the 
independent claims are also allowable. 

The newly cited reference GB 2403568 is directed to electronic transfer of 
newspapers and magazines from publishers to end users, more specifically upon 
authentication, end user may select the publication and retail storage for collecting, 
storing and printing sales figures as detailed in Abstract, fig 5. 

The newly cited reference "early user — system interaction for database selection 
in massive domain-specific online environments", issued to Jack G Conrad is directed to 
model for improved database selection that offers the user a key role in the discovery 
process, particularly searching large of collection of documents from database using 
queries to navigate to the most relevant data [see page 95, page 103-104]. 
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Any comments considered necessary by applicant must be submitted no later 
than the payment of the issue fee and, to avoid processing delays, should preferably 
accompany the issue fee. Such submissions should be clearly labeled "Comments on 
Statement of Reasons for Allowance". 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Alam, Hosain, T, can be reached on (571) 272-3978. The fax phone 
numbers for the organization where the application or proceeding isassigned is 
571-273-8300 Information regarding the status of an application may be obtained 
from the Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 866-217-9197 (toll-free) 



sc 

Patent Examiner. 
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preparing at least one article that is to he 
published m printed paper form for 
circulation by the publisher -301- 



assigning, by the publisher, the at least one article with at least 
one unique tag prior to printing said article in printed paper form 
for circulation by said publisher -302- 




publishmg in circulation, by the 
publisher, both of the at least one 

article and its corresponding 
unique tag in printed paper form 
with its corresponding lag being 
printed in physical proximity to 
the anicle. the publisher also 
providingj nfbnnation indicative 
of a website, an e-mail address 



and a telephone number for 
retrieval -303- 



storing, by the publisher, the at least one 
article in an electronic database, the article 
being uniquely retrievable based on the 
corresponding unique tag -304- 



connecting, by the publisher, the 
database to the Internet -305- 



receiving, by the publisher, a request from an IntemeMlient through one of the 



web site, the e-maUtaddress and the telephone ntinibemhe request including the 
at least one tag anajmtbrmation indicative of at least one of the Internet client's 
telephone number and the Internet client's e-mail address, die tag having been 

previously observed by the Internet client from the printed paper fonn in 
circulation, the Internet client having previously registered at least one of the 
Internet client's telephone number and the Internet client's e-mail address with 
the oublisher -306- 



b\(f(K: y><* Sly : 



the publisher authenticating the Internet client based on at 
least one of the Internet client's telephone number and the 
Internet client's e-mail address indicated bv the request 
-307- 



retrieving by the publisher from the database to locate the anicle 
in electronic form matching the at least one tag. upon 
authenticating the Internet client's request -308- 



upon locating die anicle in electronic form from the 
database, the publisher electronically transmitting die 
anicle in electronic form to the Internet client's email 
address. -309- 



Figure 3 



PACE 2405 ' RCVD AT 3/14/20 OS 1:31:28 PM [Eastern Standard Time] • SVR:USPTO-EFXRF-S<1 1 * OM8:273S300 ' CStD:703 «77 SOTO • DURATION (mm-«s):10-«8. 



' Mar 14 OG 



10: 42a 



702-977-5930 p. 25 



preparing the pluraj^jo^anicles to be published in printed 
paper tbrnifoucirculaiion by die publisher -401- 



1 



assigning, by said publisher, each of said plurality of 
articles wet least one unique tag prior to printing in 
printed Dauer form for circulation -402- 



publisbing in circulation, by the 
publisher, each of the plurality of 
articles in printed paper form 
with its corresponding tag also 
printed in physical proximity to 
each of the anicle&Jthe publisher 

also providinSfflformation 
indicative of a wetrsite. an e-mail 
address and a telephone number 
for retriev al from an aggregator 
-403- 



1C 



H 



collecting said plurality of articles 
in portable electronic form -404- 



31 



storing the plurality of articles in at least one electronic database 
managed by the aggregator, each of the articles being uniquely 
retrievable based on the tag corresponding to each article -40S- 



Sl frf kol, kvya- 2- 



connecting, by the aggregator, said at least one database 
to the Internet -406- 



receiving by the third party aggregator a request from an Internet client through one of the 
web site, the e-mail address and die telephone numberjahe request specifying die at least 

one tag and the Internet client's delivery means of afreast one of the Internet client's 
telephone number and the Internet client's e-mail address, the tag having been previously 
observed by the Internet client from the printed paper form in circulation, the Internet client 
having previously registered at least one of the Internet client's telephone number and the 
Internet client's e-mail address with the aggregator -407- 



die aggregator audienricating the Internet client based on at least one of the 
Internet client's telephone number and the Internet client's e-mail address 
indicated by the request -408- 



retrieving from the at least one database to locate the article in 
portable electronic form matching the at least one tag by the 
aggregator, upon authenticating the Internet client's request -409- 



upou locating die article in electronic form, the 
aggregator electronically sending the article in 
portable electronic form to the Internet client 
based on the Internet client's delivery means 
-410- 



Figure 4 
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